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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 1 , 3, 7 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Rabin (US Patent No. 6,603,464 B1) in view of Ornato et al. (US Patent No. 
4,457,312) and Segawa et al. (Pub.: US 2004/0019879 Al). 

As to claim 1 , Rabin teaches a method for digitally processing information to be 
written on an observation form (See Col. 1, Lines 11-15), said form being preprinted 
with at least one blank chart (TSA) having at least one line and several columns, said 
form being also preprinted with a pattern adapted to cooperate with a digital pen and a 
computerized localization system for determining the position of the pen (See Figs. 1 , 3, 
items 10, 13, Col. 3, Lines 2-10 and from Col. 3, Line 64 to Col. 4, Line65), comprising 
the steps of: 

using a pen having a writing tip and a digital tip (See Fig. 2, items 16, 18, 
20, Col. 3, Lines 11-29); 

filling in data in one column at a time (See Fig. 3, items 32, 34, Col. 10, 
Lines 10-28); 

reproducing said data in the computerized localization system (See Fig. 3, 
item 18, Col. 10, Lines 40-44). 
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Rabin does disclose each column corresponding to a determined printed time. 

Ornato et al. teaches each column corresponding to a determined printed time 
(See Fig. 2, items 1-10, Col. 5, Lines 2-23). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Ornato et al. teaching into Rabin system in order to permit easy 
and quick recording of events and their correlation with other recorded information (See 
Col. 2, Lines 26-30 in the Ornato et al. reference). 

Rabin and Ornato et al. do not disclose comparing said recording time with the 
localized printed time of said data, so as to detect any inconsistency between the 
recording time and the printed time. 

Segawa et al. teaches comparing said recording time with the localized printed 
time of said data, so as to detect any inconsistency between the recording time and the 
printed time (See paragraph 0076). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Segawa et al. teaching into Rabin and Ornato et al. system in 
order to exclusively control write request (See paragraph 0021 in the Segawa et al. 
reference). 

As to claim 7, Rabin teaches a computerized system for processing information 
to be written on an observation form (See Col. 1, Lines 11-15), said form being 
preprinted with at least one blank chart (TSA) having at least one line and several 
columns, said form being also preprinted with a pattern adapted to cooperate with a 
digital pen and a computerized localization system for determining the position of the 



Application/Control Number: 10/632,588 Page 4 

Art Unit: 2629 

pen (See Figs. 1, 3, items 10, 13, Col. 3, Lines 2-10 and from Col. 3, Line 64 to Col. 4, 
Line65), comprising: 

at least one pen having a writing tip and a digital tip (See Fig. 2, items 16, 
18, 20. Col. 3, Lines 11-29); 

means for registering data in one column at a time (See Fig. 3, items 32, 
34, Col. 10, Lines 10-28). 

Rabin does not disclose each column corresponding to a determined printed time 
and means for registering along with data hand written in one column at one time, its 
recording time and means for collecting and storing data and recording time. 

Ornato et al. teaches each column corresponding to a determined printed time 
and means for registering along with data hand written in one column at one time, its 
recording time and means for collecting and storing data and recording time (See Fig. 2, 
items 1-10, Col. 5, Lines 2-23). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Ornato et al. teaching into Rabin system in order to permit easy 
and quick recording of events and their correlation with other recorded information (See 
Col. 2, Lines 26-30 in the Ornato et al. reference). 

Rabin and Ornato et al. do not comparing said recording time with the localized 
printed time of said data, so as to detect any inconsistency between the recording time 
and the printed time. 
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Segawa et al. teaches comparing said recording time with the localized printed 
time of said data, so as to detect any inconsistency between the recording time and the 
printed time (See paragraph 0076). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Segawa et al. teaching into Rabin and Ornato et al, system in 
order to exclusively control write request (See paragraph 0021 in the Segawa et al. 
reference). 

As to claim 3, Segawa et al. teaches generating alert if a difference between 
said localized printed time and said recording time exceeds a predetermined threshold 
(See Paragraph 0076). 

As to claim 9, Segawa et al. teaches comparing said recording time with the 
localized printed time of said data, so as to detect an eventual miss of the prescript 
action (See paragraph 0076). 

2. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Segawa 
et al., Rabin and Ornato et al. as applied to claim 1 above, and further in view of 
Sekura et al. (US patent No. 6,198,383 B1). 

Segawa et al. teaches comparing said recording time with the localized printed 
time of said data, so as to detect any inconsistency between the recording time and the 
printed time (See paragraph 0076). 

Segawa et al., Rabin and Ornato et al. do not disclose detection of an eventual 
miss of prescript action. 
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Sekura et al. teaches detection of an eventual miss of prescript action (See Col. 
19, Lines 1-4). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to Incorporate Sekura et al. teaching into Rabin, Segawa et al. and Ornato et 
al. system in order to provide prescription compliance device (See Col. 1, Line 47-50 in 
the Sekura et al. reference). 

3. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Segawa 
et al., Rabin and Ornato et al. as applied to claim 1 above, and further in view of 
Albaum et al. (US patent No. 5,758,095). 

Segawa et al., Rabin and Ornato et al. do not disclose an action is a drug 
administration. 

Albaum et al. teaches an action is a drug administration (See Col. 6, Lines 45- 

50). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to incorporate Albaum et al. teaching into Rabin, Segawa et al. and Ornato et 
al. system in order to provide prescription ordering device (See Col. 2, Line 65-67 in the 
Albaum et al. reference). 

Response to Arguments 

4. Applicant's arguments filed 02.27.06 have been fully considered but they are not 
persuasive: 



Application/Control Number: 10/632,588 Page 7 

Art Unit: 2629 

On page 7, last paragraph of Remarks, Applicant's stated that Segawa et al. 
comparing two recorded times and that the recorded times bear no resemblance to the 
printed time. However, recorded time is printed or displayed on the monitor for 
respective fields and recorded from the memory. 

On page 9, 2"^ paragraph of Remarks, Applicant's stated that Rabin does not 
disclosed means for registering of claim 7 and Ornato et al. does not disclose a digital 
pen. However, in response to applicant's arguments against the references individually, 
one cannot show nonobviousness by attacking references individually where the 
rejections are based on combinations of references. See In re Keller, 642 F.2d 413, 
208 USPQ 871 (CCPA 1981); In re Merck & Co,, 800 F.2d 1091, 231 USPQ 375 (Fed. 
Cir. 1986). 

On the same, the same paragraph. Applicant's stated that Ornato et al. directed 
toward illuminated clipboards. However, "The test for obviousness is not whether the 
features of a secondary reference may be bodily incorporated into the structure of the 
primary reference.... Rather, the test is what the combined teachings of those 
references would have suggested to those of ordinary skill in the art." In re Keller, 642 
F.2d 413, 425, 208 USPQ 871, 881 (CCPA 1981). See also In re Sneed, 710 F.2d 
1544, 1550, 218 USPQ 385, 389 (Fed. Cir. 1983) ("[l]t is not necessary that the 
inventions of the references be physically combinable to render obvious the invention 
under review."); and In re Nievelt, 482 F.2d 965, 179 USPQ 224, 226 (CCPA 1973) 
("Combining the teachings of references does not involve an ability to combine their 
specific structures."). 
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Allowable Subject Matter 

5. Claim 14-20 are allowed. 

Relative to claim 14 the major difference between the teaching of the prior art of 
record (Segawa et al., Rabin and Ornato et al.) and the instant invention is that prescript 
time is automaticallv deduced from another chart. 

Claims 15-20 depend on claim 14. 

6. Claims 4, 6, 8, 10-13 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Relative to claims 4, 10 the major difference between the teaching of the prior art 
of record (Segawa et al., Rabin and Ornato et al.) and the instant invention is that 
prescript time is automaticallv deduced from another chart. 

Claims 11-13 depend on claim 10. 

Relative to claims 6, 8 the major difference between the teaching of the prior art 
of record (Segawa et al., Rabin and Ornato et al.) and the instant invention is that 
collecting information on drug administration from several observation forms for drug 
stock evaluation. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Telephone Inquire 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Leonid Shapiro whose telephone number is 571-272- 
7683. The examiner can normally be reached on 8 a.m. to 5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Hjerpe can be reached on 571-272-7691. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



LS 

05.05.06 



RICHARD HJERPE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOSY CENTER 2600 




